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G ANTONIN SCALIA
LAW SCHOOL
™ George Mason University:.

FALL 2025 COURSE SYLLABUS

Course Number: 327-R01

Course Title: Trademark Law

Credit Hours: 3

Grading Mode: LETTER GRADE

Meeting Time(s): MON/WED 6:05pm-7:30pm
Meeting Mode: Online

Exam Time(s): Dec 4, 6:00pm

Exam Mode: ON CAMPUS

Prerequisite(s): N/A

Corequisite(s): N/A

Instructor(s): Irwin R. Kramer

Contact Info: ikramer@gmu.edu

Office Hours:
Taking questions after class; available “virtually” anytime by appointment via Zoom
Reading(s) & Supplement(s):

The following assigned books have been placed on Canvas for free download:

1. Beebe & Kramer, Trademark Law: An Open-Access Casebook (2025)
2. Kramer, Selected Federal Trademark Statutes (2025)

Course Overview:

Covers procedural and substantive law in obtaining trademark registrations in the U.S.
Patent and Trademark Office and enforcement and licensing of federal and state
registrations after they are obtained. Topics include trademark ownership, registration,
misappropriation, infringement, and dilution in the context of words, phrases, symbols,
slogans, product design, and trade dress.


mailto:ikramer@gmu.edu
https://canvas.gmu.edu/courses/44228
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Learning Outcomes: When the law meets pop culture, the combination is as entertaining
as itis fascinating. In Trademark Law, we explore the legal battles behind the most iconic
brands of our time. Proving that law can be stranger than fiction, this course looks behind
the logos, slogans, product names, and celebrity feuds that surround us every day. With
proper class preparation and active participation, you will leave this class understanding:

How Trademarks Promote Commercial Interests

The Importance of Trademarks to Consumers

What It Takes to Register, Protect, and Defend a Brand

The Limitations of Trademark Protection, As Well As Defenses to Infringement
Claims and Related Forms of Unfair Competition

rObM=

If nothing else, after taking this course, you will never read a billboard, watch a
commercial, shop online or roam through a store the same way again.

Grading Policies:

Grading Percentage

Component
Final Examination
Dec. 4,20256:00 100% [3-hour closed book; multiple choice (MBE format)]
p.m.T
Much depends on exam performance. But those who contribute
to the quality of our class may merit an increase in the quality
of their grades. For those whose point totals border the next
“Class Preparation highest grade, the instructor has the discretion to increase a
& Participation grade by one half-step based on strong class performance,
participation in our Canvas discussion forum, and timely
completion of assignments. In a course built on discussion and
engagement, your contributions truly matter.
T Final Examination will be conducted in-person at Mason Square (Arlington campus).

Class Recording Policy: Classes will be recorded and posted to Canvas along with
accompanying slides, which are provided solely for the purpose of your review and for
the instructor’s use in future instruction. In return, students agree not to reproduce or to
post videos and slides on other platforms where the instructor’'s embarrassing antics may
go viral.

Classroom Policies

Attendance: Per AR 3-1.4, “maintenance of matriculation requires regular class
preparation, participation and attendance, registration in the course of study required for
the student’s program (full-time or part-time), successive registration for each fall and
spring term of each academic year until study is completed, and compliance with all other
relevant requirements.”
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Absences: Per AR 4-1.1, “if a student is absent for any reason for more than 20 percent
of the sessions of a course, the student is not eligible for credit in that course. A student
who is not present for at least 75 percent of a session of the course is absent from that
session.” Hence, students missing five of this course’s 26 scheduled classes will not be
eligible for credit.

Participation & Preparation: This is a highly interactive course. Your nightly participation
is essential in a small class requiring everyone’s engagement. With no commute required,
| expect everyone to be logged in and on camera to start each session. Just as lawyers
must show up prepared, on time, and ready to contribute, | expect the same from you.

Problem-Oriented Assignments: Beyond reading assignments, we will apply the law
through several exercises in class and at home. If you complete them diligently, you will
have lots of practice applying the law to scenarios quite similar to those you will be tested
on. Where CALI exercises or other problems are assigned as homework, you are
expected to complete each prior to the class for which they are assigned to be marked
present for that class.

Course Web Site & CALI Site: This course has a Canvas page that links to this syllabus,
announcements, assignments, CALI exercises and materials. You are responsible for
registering a CALI account using the school’s case-sensitive authorization code of
GEOGMAstu79, and for checking the Canvas page regularly.

Use of Technology & Al: Classes will be recorded on Zoom and posted to Canvas. Any
materials projected in class will likewise be available on the video. In return, students
agree not to post this material on other platforms where the instructor's embarrassing
antics may go viral. Although the instructor encourages students to experiment with Al
tools and to consider the interesting intellectual property issues raised by this new
technology, please refrain from using it during class time.


https://canvas.gmu.edu/courses/44228
https://cali.org/
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Course Outline: Following this outline, | have posted all class assighnments on our Canvas page. It
seldom happens, but if necessary, | may modify them to adjust to the pace of the class. If so, |
shall provide ample notice by Thursday of the previous week.

INTRODUCTION ....ccciiieieeernnneeeeeeeescesssssnnsessessssessssssnnssssssssssssssssnnssssssssssssssssnnssssssssssssssssnnnsaseans 1
A. The History of U.S. Trademark LAW .......ccucererssmsserssmssssessssssssssssssssssssssssssmssssssssssssssssasssssnssns 1
1. The Origins of Trademarks and Trademark LAW ............cccovvvveeiieeeeesiiiireeeeeeeeesssiiivvvennens 1
D I o T3 o Lo =2 1V Lo T4 Q60 KT =X RS 3
3. The Statutory Development of U.S. Trademark [QW..............ccoeeevvvvveeiieeeeeesiiiireveneeeerenins 4
B. The Policy Justifications for Trademark Protection........cc.ccecrrsersemssssessssssssesssssssssassssssnssns 4
1. The Economic Justification for Trademark Protection ................ccceeevvvvvveveeeeeeessiivuvennnnnn 5
2. Criticisms of the Economic Justification for Trademark Protection .........c..ccccoevevveeeveannn, 6
3. The Donald’s New Game of Trademark MONOPOIY ............eceeeeeeeeevvveeiieieeieiiiivvvereeeesnnins 9
C. Trademark Law Within the Larger Scheme of Intellectual Property Law........ccecererncn 12
CALI EXERCISE: Trademark Policy [45 minutes]
ESTABLISHING TRADEMARK RIGHTS ......uueeeeeiiiiiicciinsnnneeeeeesscesssssnnnneeseessesssssssnnnsessessssssssssnnnnns 19
A. Trademark DistinCtiVeNess.....ccuccimimrrmsmssnmsmsnssesssssssssssssssmsssssssssmssssssmssmsssnssassnsssnssanssnssas 22
1. Inherent and Acquired DistinCtiveness Of SOUICE .........cceeevecveeeeesiieieesiiieeessiiieeeessisennn 23
a. Inherent Distinctiveness Of SOUICE...........uuviiiiiei it 23
i.  The Abercrombie SPECIIUM ....oi i s 23
Abercrombie & Fitch Co. v. Hunting World, INC. ....cccvviiiriiiiiiiiieeceieee e 24
ii. Distinguishing Suggestive from Descriptive Marks.........ccccoevvvviiiriiieeinniieee e 28
Zatarains, Inc. v. Oak Grove SmMokehouse, INC..........uueverererereeeieeeiereeeiereeeeeeeeeeeeeee, 29
Innovation Ventures, LLCV. N.V.E., INCuuurrriiiinii et 31
iii. Special Rules for Classification of Certain Kinds of Trademarks .........ccccuuu...... 35
(a) Descriptiveness of GEOgraphiC TEIMS ......uuvveeeiieeiiiiiiiiiereeeeeeeeeiirrrereeeeeeeeeanns 35
(b) Certification Marks and Collective Marks ........cccceeveeeeiieiiireeeeeeccieeccrreeeeeeeenn 36
(c) SUINGIMES c.cceiieiiiereee e e e eeceireee e e e ee e e et ebbar e e e e e eeesesasbbaaereeeeeeesesssbaneeeeesesannssrenenes 38
(d) Non-English Words: The Doctrine of “Foreign Equivalents”..........cccccceeeveennns 40
(=) I Yol £o] 01V 1 1 - SO PP PRRRRRRRRP 41
b. Acquired DistinCtiveN@ss Of SOUICE ....uvvveiiiiiiiiiiieeiei et e e e 41
Frosty Treats Inc. v. Sony Computer Entertainment America........ccccvevvveceeeeeeennns 43
Cartier, Inc. v. Four Star Jewelry Creations, INC. .....ccccccuvevvrrveeeeieeeieiciireeeeeeeeeeennns 46
(o CT=Y =Yg ol |V - [ USRI 50
USPTO V. BOOKING.COM B.V. ettt e s 52
Snyder’s Lance, Inc. v. Frito-Lay North America, INC. ...cocovvvveeeiiiiiiiiciieeeeee e, 60
CALI EXERCISE: Distinctiveness [40 minutes]
2. The Distinctiveness Analysis of Nonverbal Marks ...............ccoeeeevvvveeeeeeeeisesiiiivveeeeessenins 84
a. Supreme Court’s Analysis Of DistinCtiVENESS......cccvcuviiiiiiiiiiiiiiiiee e 85

Wal-Mart Stores, Inc. v. Samara Bros., INC. ......ccccccvvviiiiiiii 92


https://www.cali.org/lessonlink/790/TM02/11893/jq
https://www.cali.org/lessonlink/792/TM04/11893/jq
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b. Distinguishing Product Packaging from Product Configuration...........cccccccovvevnnnnnnenn. 98
[N T SIOKEVAEE ..ottt e e e e e e e s es bbb ee e e e e e e e s anabeaees 98
LVL XIII Brands, Inc. v. Louis Vuitton Malletier S.A. ...........eveeeveeveveveeeeeeeeereeevenennens 102
c. Analyzing the Inherent Distinctiveness of Product Packaging.......cc.ccccoevevvvvveennennn. 104
Amazing Spaces, Inc. v. Metro Mini STOrage ......coevvvvceieeiiiieeeeecccee e, 106

CALI EXERCISE: Introduction to Trade Dress Law [45 minutes]
CALI EXERCISE: Acquired Secondary Meaning [40 minutes] (optional)

d. Analyzing the Acquired Distinctiveness of Nonverbal Marks........ccccccccoevevvvveenneennn. 112
B. L= 1= 3 o TN o 0 1 = ot f o o 114
O SV [ Tou (o] 1o 1 2R UPRPPP 116
a.  Utilitarian FUNCLIONALITY ..oeeieiiieiiiiee e 116

i.  TrafFix Devices, Inc. v. Marketing Displays, INC. ..c..ccevvviiiiiiniiieeeiniiee s 119

ii.  Utilitarian Functionality Case Law after TrafFiX.......ccccocvvviirivieeiiniieeeesiiieee e 125
Eppendorf-Netheler-Hinz GMBH v. Ritter GMBH..........cccooviviiiiiiiieeeeieee e, 126

Ezaki Glico Kabushiki Kaisha v. Lotte International America Corp. ......cccceevuvennn. 129

b.  Aesthetic FUNCLIONAlItY ...cuveiiiiiiiei e 136

TR oYUYo o =Y oo F=1 O TSR 139
Pagliero v. Wallace China Co.......ccuiviiiiiiiiiiee ittt 139

Wallace Int’l Silversmiths, Inc. v. Godinger Silver Art CO.....coovcveeeeriiieeeiniiieeeenns 141

ii. Aesthetic Functionality and the Apparel Fashion Industry .......cccccccceevvvivieeinnnee. 144
Christian Louboutin S.A. v. Yves Saint Laurent America Holding, Inc................... 145

CALI EXERCISE: Functionality [35 minutes]

2. Deceptive and Deceptively Misdescriptive MQrKS.............cccceeevueeeesivuveeessiineessiiiveannnns 153
a. Non-Geographic Deceptive and Deceptively Misdescriptive Marks..........ccccceeneee. 153
b. Geographic Deceptive and Deceptively Misdescriptive Marks.......cccccccveeiviiveeenns 155

3. Marks that May Falsely Suggest @ CONNECEION ..........ccoeevvveeeeeciiieeesiiieeeesiiieeesiiieeenaas 159

IN re NIieVes & NIEVES LLC......uuuuiuiiiiiiiiiriiiiiieieisieiersierererererererererer———————.. 159

4. Confusingly Similar Marks Under Lanham Act § 2(d) .......cccveeeeeeeeceeeeieeeieesveeenen, 166

5. Trademark Law and the First Amendment ...............ccooecueeeeecieeeeesiiieeeeeiieeeeesieeaeens 166

AV To =Y IRV 1 1 =T o UPPRRRPPSRN 167

CALI EXERCISE: Bars to Federal Trademark Registration [45 minutes]

C. Use in Commerce as a Prerequisite for Trademark Rights........cccocunmnmmnmnnmnnssnsessensnnns 190

1. Usein Commerce as a Prerequisite for Federal Registration..............cccccccueeecvvvvneennne. 191

Aycock Engineering, Inc. v. Airflite, INC......coeviuiiiiiiiieee e 192
Couture V. Playdom, INC..uueeeeiiiiiiiiiiiiieiiee ettt e e e e searrreeeeeeeeeeeanes 198
2. Usein Commerce as a Prerequisite for Unregistered “Common Law” Priority ........... 200
Cosmic Crusaders LLC V. ANArUSIEK ....cccuvveeeiiiiiieeciee e 201

CALI EXERCISE: The Role of “Use” in Trademark Law: An Overview [60 minutes]

D. The Trademark Registration Process.......ccmmmmmmmmmmmmmssmssssssssssssssssssssssssssssssssssssssssssnsns 211

1. Benefits and Costs of Trademark RegiStration................cceeeevueeeeeciuveeeesiiieeesiiveeaennnns 214
a. Registration on the Principal REGIStEr .......ccvevuiiiiiiiiee e 214
b. Registration on the Supplemental REgISter.......ccuvveeiiiiiiiiiiieeecee e 217

C. Costs of Trademark RegIStration .........occvveiiiiiiieiiiiiieec e 218


https://www.cali.org/lessonlink/797/TM09/11893/jq
https://www.cali.org/lessonlink/807/TM19/11893/jq
https://www.cali.org/lessonlink/793/TM05/11893/jq
https://www.cali.org/lessonlink/803/TM15/11893/jq
https://www.cali.org/lessonlink/812/TM25/11893/jq
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2. Lanham Act § 1(b) Intent to Use APPIICALIONS..........cccevvvveeeeeieeieeiiirevireeeeeeissiiirreveeesens 218
Kelly Services, Inc. v. Creative Harbor, LLC .........ccovvvvirreeeieeiiiiinreeeeee e, 219
3. ProcCess Of REGISTIALION ..........cccevvvvvveeeeeeeeiesiirrieieeeeeeessssissreeesseesessissseerseseeessssssserreeses 227
TR X o T o] [Tor= o ] o F SO RO 227
o O T T 0 Y[ o= 4 o] o PSP 228
LB U1 o] 1= d o o ISR 229
d. Opposition and the Trademark Trial and Appeal Board ........cccccvvveeeeeeiieicnvnveeeneenn. 229
ST 0= =4 1) o =1 o o] 1SRRIt 231
4. Post-Registration MaintenanCe ...............ccoooveviiiiiiiiiiiiiiiiiiiieieeeeeeeeeeeeeeeeeeeeeeeeeeeeee 231
5. Notice of Federal ReGiStratioN.............cccuueeeeecuveeeeeiiiieessiiieeessiiieeeessiteeessisiresssssseessas 232
6. Cancellation Of REGISTIALION ..........ceeeecuveeeeeeiiieeeeiieeeeeite e st ee e sstae e st e e s ssnaa e e 233
VAR I T\, (o To [ o IR A (=] £ £ OO USRI 234
CALI EXERCISE: Incontestability [30 minutes]

E. The Geographic Extent of Trademark Rights ........cccuumsmmmsmsnsmsnsnmsmmmmsssssssessm. 238
1. The Geographic Extent of Rights in Unregistered MQarks............cccoceeevvcveeeesiivesennnne, 238
a. The Tea Rose-Rectanus Doctrine ApPlied .........coovviieiiiniiiiiiiiniiee e 239
Nat’l Ass’n for Healthcare Comms. v. Central Ark. Area Agency on Aging........... 239
b. The Good Faith Standard in the Tea Rose-Rectanus DocCtring ..........ccccvvveeeeeeeeeeennnns 244
Stone Creek, Inc. v. Omnia Italian Design, INC. .....ceviiiiieiciiiiiieeee e, 244
2. The Geographic Extent of Rights in Registered Marks.............cccceeeeevuveeeeeiiuveesssirennnnns 249
a. Applications Filed on or after November 16, 1989 ........cccccveiviiieeiiiiieeeenniieee e 250
i. The Senior Common Law USer SCENANIO ....ccccceeeccivirieeeeeeeecccireeeee e e ccrvveeee e 251
ii. The Intermediate Junior USer SCENAIio ......ccueveieciiee et 252
b. Applications Filed before November 16, 1989........c.cccciviiviirieeeeeieeiiiicirreeeeeeeeeneanns 253
c. Concurrent Use and RegiStration .....ccceeeeeeieiiieiiie e 254
d. The DaWn DONUL RUIE ......ccccueiieieeeeee ettt et e e et e e et e e e 257
3. National Borders and Trademark RiGATS..............ceeeeeeeevivveeieeeeeeeeiiiiveereeeeeesssiiisveeneesens 259
a. National-Border Limits on Trademark RightS.......cccovvvveeiriiiiiiiiiiiieeeee e, 259
Person’s Co., Ltd. V. CRFiSTMaAN ......uuveuieiiiiiiiiiieieieieiereieieeerereeeeeeeeerseeeereeseerereeeeeeeee 259
b. The Well-Known Marks DOCEIHNE ........oeeeiiiiiieeeiiieee ettt ecree e e e ane e 264
Grupo Gigante SADe CV V. Dallo & COo., INCu.uerrrreeriiiiiiiiiiiieeeeiee e 264

CALI EXERCISE: The Geographic Scope of Trademark Protection [60 minutes]
TRADEMARK INFRINGEMENT .eevveureeeeeerereeeessssssseseesseeeessssssssssssssesssssssssssssssssesssssssssssssssssesssnns 274
A. The Actionable Use Requirement........cccuimiminnmsmnnssemsmssssssmsssssssssssssssssssssssssmsssssssssnsss 276
1. The Commercial Use REQUIIEMENT ...........ccceeeeeccriiiiiaeeeeeecciiieeeea e e e eesscsirveaaaaeeesesensaes 277
Radiance Foundation, INC. V. NAACP ........mriiiieiee ettt 278
2. The “Use as @ Mark” REQUIIEMENT...............uvveeeeeeeeeeeecciiieeieeeeeeeeciiveeaaaeeessceissevaaaaens 284
B. Confusion-Based Infringement........ccc s ssesssssssssmssssssmssnsss 289
1. The Development of the Modern Multifactor TesSt ..........cccovuveeeeeeeeeeeciiieeeeeee e, 289
2. Contemporary Applications of the Multifactor TeSt ..........eeeeeeeeeccviveeeiaeeeeeecciiveeeannn, 291
Virgin Enterprises Ltd. V. NaWab.......cooiiiiiiiiiiiiiec e 292

3. Various Uses Of the MUItIfACTOr TESt.........ccovecuueeeeesiiieessiieeeesiieeeessiieeessciireeessieeeeeas 305


https://www.cali.org/lessonlink/796/TM08/11893/jq
https://www.cali.org/lessonlink/555/IP02/11893/jq

Kramer/TRADEMARK LAW/Law 327 (R01)/Fall 2025 Course Syllabus Page 7 of 10

4. Survey Evidence and the Likelihood of CONfUSION ........ccevveeveeveeeeeiiiieiiiieeieeiiiiiiveerennnn, 309

Smith v. Wal-Mart Stores, INC......cooovviiiiiiiiii 312

5. “Sponsorship or Affiliation” CONFUSION ...........eeeeeeeeeeeeeicirvieieeieeeesiiiieeeeeeeeeesssiiaseeeeeeens 327

Int’l Info. Sys. Sec. Certification Consortium, Inc. v. Sec. Univ., LLC..................... 327

6. INitial INTEIeSt CONFUSION ....vvvvveeeeeeeeeeiieeeeeeeeeeeseieteeeeeeeesessiaaeeeeeseesesssisssrersseeeessssaassees 336

Select Comfort Corporation V. BaXter........cooevvureeeeeiieiiiiiiireeeee e eeicirreeeeeeeeeeenanns 337

Jim S. Adler, P.C. v. McNeil Consultants, L.L.C..........uueeerereveeererrieeeeeeeeeeeeeeeeeeeeeeeens 343

A 2o Xy Yo | (=X 00 T4 1V Y o] H PR 351

Ferrari S.P.A. V. RODEIS ...t 352

8. REVEISE CONFUSION ccooeeeeeeeiiiee et et e et e sttt e e e sttt e e sstaa e s ssssaessssassaasssssseesnns 361

Wreal, LLC V. AMAazon.Com, INC...cccoiiiiiiiiiiiiiiiiie 362

9. REVEISE PASSING Off cocueeveeeeeiiee ettt ettt ettt e e st e e st e e s s staa e s s sssaessssssaassns 379

Dastar Corp. v. Twentieth Century Fox Film Corp. ....cccccevvviieeiiniiiieeeeieee e, 382

10. Lanham Act § 2(d) CONFUSION .......ceeeeeeeeeeeeeeeeeeeeeeee et e et esstea e e e a e 394
CALI EXERCISE: Likelihood of Confusion [45 minutes (skip longer fact pattern)]

C. Trademark Dilution ... s ssms s snssasssnsmsssnssnssmsssnssmsnnss 397

1. The Fame Requirement for Antidilution Protection .............cccceeeecvuveeessvvereessiveaennnnn, 402

Coach Servs., Inc. v. Triumph Learning LLC........ccooviiieiiriiieeeiiiieeeeriieeeesiieeee e 402

2. Dilution BY BIUITING.........coeeeiceiiieeeeiiieeesiieeeesiite e eesiae e sstaaesssiteeeesssaesssssnassssssseessns 408

Nike, Inc. v. Nikepal INt’], INC.ueuerrriieeeee e 408

3. Dilution BY TArNiSAMENt ..........cceeveviieiesiiieeesiieeeecite et e e sitte e ssta e e ssaae e s ssssee e e 419

V Secret Catalogue, INC. V. MOSEIEY.....cccuviiiiiiiiiii it 419

D. Cybersquatting ... ———————————————— 431

1. The Section 43(d) Prohibition Against Cybersquatting .............ccccovveeeevvveeeeeiivenaennn, 431

Roslyn O. Silver, Senior United States District JUdge:......ccccvveeeviiieiieiciieeeeieen, 431

Lamparello V. FAIWEI ........cooiiieeeeeiee ettt 440

2. The Uniform Domain Name ResolUtion POLICY .........ccccevuveeeeeieemeeiiieeieieeieeisiiiivveevnnnens 444

E. Secondary Liability...ummmemmssisinsssssssssssssssssssssssssssssssssssssssssssssssssssssssassnssassnssnsans 448

1. Service Provider Secondary LiQDility............cueeeeueeeeeeiiiieeeeiiiee e eesceeeeesaa e 448

Tiffany (NJ) INC. V. @BAY INC. cueurrrieeiii ettt 448

2. Landlord-Tenant Secondary LiGDility..........ccuueeeeiieeeeeeiiieveiiieeeeiesiiiieeeeeeeeeesssiiisseeeeesens 461

Luxottica Group, S.P.A. v. Airport Mini Mall, LLC .....ccccvveereeiiiiireeeeee e, 461

DEFENSES TO INFRINGEMENT & LIMITATIONS ON TRADEMARK RIGHTS....ccciiiiiiiiiiiiieiererceceennns 467

A. Descriptive Fair USe.....cciiminisnisssmssenssenssesisssissssssssssssssasssassssssssssssssssssssss snns snsnsnsnsssnsasans 467

1. Descriptive Fair Use and Consumer CONfUSION..........ccceeeeeceivveveeeeeeeesiiiiiseeeaaeeeesessissanns 468

KP Permanent Make-Up, Inc. v. Lasting Impression |, INC. .....ccccccvveeivriiieeininnennn. 468

2. The Three-Step Test for DeSCriptive FQIr USE ............eeeeecuveeeesiuieeeesiiieseesiiieeessiiseennas 472

Solid 21, Inc. v. Breitling U.S.A., INC. w..eeveiiiiiiciieeeee ettt eeecrreee e e e 472

SportFuel, INC. V. PEPSICO, INC. cooiviiiiiiiiiiiieecittee ettt s 484


https://www.cali.org/lessonlink/866/TM22/11893/jq
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3. Various Descriptive FQir US@ ANGIYSES...........uveeeeeieeeeeiiiirreeieeieeiesiiiiveeeeesseesssiiisseessssens 491
International Stamp Art v. U.S. Postal SErvice......ccoovvvvreeieeeiiiiccnreeeeee e, 491

Bell v. Harley Davidson IMOTOr CO. ....cccovvevrrieeieeeeeeieiiieeeee e eeseiirreeeeeeeeseenannreneees 492

Fortune Dynamic, IncC. V. Victoria’s SECret....uuuiiiiiiieiiiieeeeeeee e 493

B. Nominative Fair USe.....cmimmimsmsssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssnssnssnssnssnnns 495
1. The Three-Step Test for Nominative FOir USE................coueevvvvuveeeeeeeeesiiiirveeeeeeessesiinnnn, 495
Toyota Motor Sales, U.S.A., INC. V. Tabarli.....ccuvieiiiiiiiiiiiieiieeieeccirreeeeee e, 496

Int’l Info. Sys. Sec. Certification Consortium, Inc. v. Sec. Univ., LLC.........c........... 506

2. More Analysis of NOMin@tive FAIr USE ..........cc.ueeeeeuveeeeeciiieeisiiiiieeesiiieeessiinessssineessas 509
Liquid Glass Enterprises, Inc. v. Dr. Ing. h.c.F. Porsche AG.........ccccceevvvieeinnnnenn. 509

Toho Co., Ltd. v. William Morrow & Co., INC. ......euvurvrirrriririreieieirieeereeerereeerereeeee. 510

Mattel, Inc. v. Walking Mountain Productions..........cccceeevviveieiniiieeenniieeesssieeenn 512

C. Expressive Uses of Trademarks .......ccocuuusmmsmmsmsmssmssmsesssmsssssssssssssssssssssssssssssssssssssssssasssssnnss 515
1. Expressive Uses and the Tests for Confusion and Dilution................cccccevuvveevicuveeennnnnn. 517
Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC.......cccevvviiieiiriiiieeeeiiiennn 517

2. The Rogers v. Grimaldi Test for Unauthorized “Artistic” USES..........cccceeevvvuveevriivennnns 529
Gordon v. Drape Creative, INCu.uiiiiiii ettt siae e s seae e e 530

Jack Daniel’s Props. V. VIP Prods. LLC ......ccuuiiiiriiiieiiiiiee e esiieee s 543

3. Further Aspects of Expressive Uses and Trademark Dilution..............cccccccceeeevvvevnnn.... 557

a. Noncommercial EXPresSive USES ...ccuuuieiiiiiiiiiiiiiieeesiteeessireeeessiaeeesssiaeeessniseeessssnnes 557
Mattel, Inc. V. MCA RECOIdS, INC...uuvvvrrriiiiiiiiiiiiiiiiiiiiiiiieieierererseerererererererereeee——.. 557

b. What QUalifies @S Parody? .......couuiiiiiiiiieiiiieee ettt e e s e e s saae e e s 559
Louis Vuitton Malletier, S.A. v. Hyundai Motor AM.........eeeeeeevivcinveeeeeeeeeiennnnnneen. 559

Louis Vuitton Malletier v. My Other Bag, INC.......ccoovvurrrereieeiiiicirieeeeee e, 565

D. Trademark Abandonment.......ccunmimmm s ——————————————— 570
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CALI EXERCISE: Abandonment [45 minutes]
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Student Resources

Antonin Scalia Law School Academic Reqgulations

GMU Common Course Policies Addendum

Mason Square Services

Mason Square Police

Van Metre Hall, Room 110
Emergency - Dial 911

Escort Services - 703-993-8070
Dispatch — 703-993-2810

Student Support and Advocacy Center (SSAC)
Mason Square Sexual Assault Services:

Van Metre Hall, Room 222D

703-993-8186
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Notice of Mandatory Reporting of Sexual Assault, Sexual Harassment, Interpersonal
Violence, and Stalking: As a faculty member, | am designated as a “Non-Confidential
Employee,” and must report all disclosures of sexual assault, sexual harassment,
interpersonal violence, and stalking to Mason’s Title IX Coordinator per University Policy
1202. If a student wishes to speak with someone confidentially, please contact one of
Mason’s confidential resources, such as Student Support and Advocacy Center (SSAC)
at 703 -380-1434 or Counseling and Psychological Services (CAPS) at 703 -993-2380.
Students may also seek assistance or support measures from Mason’s Title IX

Coordinator by calling 703 -993-8730, or emailing titleix@gmu.edu.

Mason Square Clinic
Van Metre Hall, Room B102
703-991-2831

Counseling and Psychological Services

Student Health Services

Student Disability Services
Student Conduct
University Life



https://www.law.gmu.edu/assets/files/academics/academic_regulations.pdf?ver=21aug2024.pdf
https://stearnscenter.gmu.edu/home/gmu-common-course-policies
https://www.law.gmu.edu/about/campus
https://masonsquare.gmu.edu/thrive/police-and-public-safety
https://ssac.gmu.edu/
mailto:titleix@gmu.edu
https://shs.gmu.edu/locations/mason-square
https://caps.gmu.edu/
https://shs.gmu.edu/locations/mason-square
https://ds.gmu.edu/law-school/
https://studentconduct.gmu.edu/
https://ulife.gmu.edu/

