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G ANTONIN SCALIA
LAW SCHOOL
™ George Mason University:.

FALL 2026 COURSE SYLLABUS

Course Number: 327-R01

Course Title: Trademark Law

Credit Hours: 3

Grading Mode: LETTER GRADE

Meeting Time(s): MON/WED 6:05 p.m.— 7:30 p.m.
Meeting Mode: Online

Exam Time(s): Dec 9, 6:00 p.m.

Exam Mode: ON CAMPUS

Prerequisite(s): N/A

Corequisite(s): N/A

Instructor(s): Irwin R. Kramer

Contact Info: ikramer@gmu.edu

Office Hours:
Taking questions after class; available “virtually” anytime by appointment via Zoom
Reading(s) & Supplement(s):

The following assigned books have been placed on Canvas for free download:

1. Beebe & Kramer, Trademark Law: An Open-Access Casebook (2026)
2. Kramer, Selected Federal Trademark Statutes (2026)

Course Overview:

Covers procedural and substantive law in obtaining trademark registrations in the U.S.
Patent and Trademark Office and enforcement and licensing of federal and state
registrations after they are obtained. Topics include trademark ownership, registration,
misappropriation, infringement, and dilution in the context of words, phrases, symbols,
slogans, product design, and trade dress.


mailto:ikramer@gmu.edu
https://canvas.gmu.edu/courses/79394
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Learning Outcomes: When the law meets pop culture, the combination is as entertaining
as itis fascinating. In Trademark Law, we explore the legal battles behind the most iconic
brands of our time. Proving that law can be stranger than fiction, this course looks behind
the logos, slogans, product names, and celebrity feuds that surround us every day. With
proper class preparation and active participation, you will leave this class understanding:

How Trademarks Promote Commercial Interests

The Importance of Trademarks to Consumers

What It Takes to Register, Protect, and Defend a Brand

The Limitations of Trademark Protection, As Well As Defenses to Infringement
Claims and Related Forms of Unfair Competition

OO~

If nothing else, after taking this course, you will never read a billboard, watch a
commercial, shop online or roam through a store the same way again.

Grading Policies:

Grading Percentage
Component
Final Examination
Dec. 9, 2026 100%" [3-hour closed book; multiple choice (MBE format)]
6:00 p.m.T

Much depends on exam performance. But those who contribute
to the quality of our class may merit an increase in the quality
of their grades. For those whose point totals border the next
highest grade, the instructor has the discretion to increase a
grade by one half-step based on strong class performance,
. . participation in our Canvas discussion forum, and timely
Class Preparation  ;ompjetion of assignments. In a course built on discussion and
& Participation engagement, your contributions truly matter.

Students will be assigned to regular on-call panels, but
volunteers are always welcome and encouraged to drive the
discussion. The instructor also retains full discretion to call on
any student outside the active panel at any time to ensure a
dynamic, fully engaged classroom environment.

T Final Examination will be conducted in-person at Mason Square (Arlington campus).

Class Policies

Class Recording Policy: Classes will be recorded and posted to Canvas along with
accompanying slides, which are provided solely for the purpose of your review and for
the instructor’s use in future instruction. In return, students agree not to reproduce or to
post videos and slides on other platforms where the instructor’'s embarrassing antics may
go viral.
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Attendance: Per AR 3-1.4, “maintenance of matriculation requires regular class
preparation, participation and attendance, registration in the course of study required for
the student’s program (full-time or part-time), successive registration for each fall and
spring term of each academic year until study is completed, and compliance with all other
relevant requirements.”

Absences: Per AR 4-1.1, “if a student is absent for any reason for more than 20 percent
of the sessions of a course, the student is not eligible for credit in that course. A student
who is not present for at least 75 percent of a session of the course is absent from that
session.” Hence, students missing five of this course’s 26 scheduled classes will not be
eligible for credit.

Participation & Preparation: This is a highly interactive course. Your nightly participation
is essential in a small class requiring everyone’s engagement. With no commute required,
| expect everyone to be logged in and on camera to start each session. Just as lawyers
must show up prepared, on time, and ready to contribute, | expect the same from you.

Problem-Oriented Assignments: Beyond reading assignments, we will apply the law
through several exercises in class and at home. If you complete them diligently, you will
have lots of practice applying the law to scenarios quite similar to those you will be tested
on. Where CALI exercises or other problems are assigned as homework, you are
expected to complete each prior to the class for which they are assigned to be marked
present for that class.

Course Web Site & CALI Site: This course has a Canvas page that links to this syllabus,
announcements, assignments, CALI exercises and materials. You are responsible for
registering a CALI account using the school’s case-sensitive authorization code of
GEOGMAstu79, and for checking the Canvas page regularly.

Use of Technology & Al: Although the instructor encourages students to experiment with
Al tools and to consider the interesting intellectual property issues raised by this new
technology, please refrain from using it during class time.


https://canvas.gmu.edu/courses/79394
https://cali.org/
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Course Outline: Following this outline, | have posted all class assignments on our Canvas page.
As | continually edit the casebook to shorten readings or clarify issues, you should not print out
more than two weeks’ worth of reading assignments. Should page designations change in that
process, | will update both this syllabus and the assignments pages to reflect such changes.

INTRODUCGTION ....ciiiiiiiiiiiiiiteennneecieeeeeteessnnsssssessssssesnnnsssssssssssssssnnssssssssssssssssnnsssssssssssssssnnnnnnns 1

A. The History of U.S. Trademark Law ........cccceiiiiiimniiiiienniiniienniniieneienieeeniensesssenssessens 1

1. The Origins of Trademarks and Trademark LaW..........cuueeiieeiieerieieieiereeieieeeeeeeeeeeeesseeeeeeene. 1

2. The Trad@-IMark CaSES ....ccceieeeieeiieeiieeiieeeeee e e e ee s e e s s e e s s e e s s e e s s e e e e nnannn 3

3. The Statutory Development of U.S. Trademark laW.......ccooeeieeiieiiiiiiieciieecccccccccccccce e 4

B. The Policy Justifications for Trademark Protection..........ccccoerrirrrenniiiiiiniinnnennnnniiinnnnneee, 4

1. The Economic Justification for Trademark Protection ............ceeeevvveviviviiiiviiirieieeeeeeeeeeennenns 5

2. Criticisms of the Economic Justification for Trademark Protection.........ccccooeeeiieiiiiiieennnn. 6

3. Irwin R. Kramer, The Donald’s New Game of Trademark Monopoly: .........ccccvveeeeeiiiinnnns 9

C. Trademark Law Within the Larger Scheme of Intellectual Property Law..............cceeeeeeee. 12
CALI EXERCISE: Trademark Policy [45 minutes]

ESTABLISHING TRADEMARK RIGHTS... .o iiiiiiieciiieeiieeenennneceeeeeeeesnnssssssssssesesnnnnnsssssssssssssnnnns 19

A. Trademark DistinCtiVEN@SS.......ccvveeeueeiiiiiiiiiiiiinniiiiiiiiiieessseisiiinssesssssiesseesssssssssss 22

1. Inherent and Acquired Distinctiveness of SOUICE .......cevvvvveeeeiiiiiiieieeeieeeeeeeeeeeeeeeeeeeeeeeeee, 24

a. Inherent DistinCtiveness Of SOUICE .......ciiiiiiiicciiiiiiiicc e e 24

i. The Abercrombie SPECLIUM ....cciviiiiieieeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee e 24

Abercrombie & Fitch Co. v. Hunting World, INC.....ccoooeeieeiiiiiieeeee, 24

ii. Distinguishing Suggestive from Descriptive Marks........cccccccvvvvviiviiiiiiieieeeeieeeeeeeeeeeeen, 29

Zatarains, Inc. v. Oak Grove Smokehouse, INC. ......covvvvveeiiiiiiiiiiieiiieeeeeee e, 30

Innovation Ventures, LLC V. N.V.E., INC.urrrriiiririiiiiiieiic e 32

iii. Special Rules for Classification of Certain Kinds of Trademarks ........cccccccvvvvvvvrennnn. 35

(a) Descriptiveness of GEOZraphiC TEIMS......vvvviiiieeiiiriiieeieeeieeeeeeeeeeeeeeeeee e 35

(b) Certification Marks and Collective Marks ..........ceeveeeeeieeiiiiiieiiieeiiieeeeeeeeeeeeeeeeeeeee, 36

(o YU a =1 4 LT P 38

(d) Non-English Words: The Doctrine of “Foreign Equivalents” .......cccccccvvvvvevvveennennn. 40

(©) ACTONYIMS c.eveeiieiiiiieiieeeeeeeeeeeeeee et e ereeereeeereereeereeeretereeerreeerrerrreerrereeeeereeererrereeeeeees 41

b. Acquired Distinctiveness Of SOUICE ... 41

Frosty Treats Inc. v. Sony Computer Entertainment America......cccccceeerviviivvennnnnnn. 43

Cartier, Inc. v. Four Star Jewelry Creations, INC. ...cccooveeveeeiieiiiee e, 46

Lol CT=Y =T Aol Y, =T 50

WY o WO VAN 2 ToTo] 4 o= eTe T o T 2 20 S 52

Snyder’s Lance, Inc. v. Frito-Lay North America, INC..ccooeeeeeeeeeeeiieeieeeeeeeeee e, 60

d.Further Examples of Abercrombie Classifications........cccoeeiiieiiiiiiieiiieiicccccccccc e, 79
CALI EXERCISE: Distinctiveness [40 minutes]

2. The Distinctiveness Analysis of Nonverbal Marks .........cccccceeiiiniiiiiiiieeee e 81

a. Supreme Court’s Analysis Of DiStinCLIVENESS........uviiiiieiiiiiiiiiiieeee e 82


https://cali.org/lessonlink/790/TM02/13056/jq
https://cali.org/lessonlink/792/TM04/13056/jq
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Qualitex Co. v. Jacobson Products Co., INC. .....cooevvveiueeiiiiiiiieeeeeeee e 82
Wal-Mart Stores, Inc. v. Samara Bros., INC.......coovvvveuuiiiiiiiiiiieiieeee e 89
b. Distinguishing Product Packaging from Product Configuration .........ccccceeveeviieeiieenennnnnn. 94
LW =N (o] A= 1= (= PR 95
LVL XIll Brands, Inc. v. Louis Vuitton Malletier S.A........ccoovveeiiiiiiiiiiiiieeceeeeeeeeee, 99
c. Analyzing the Inherent Distinctiveness of Product Packaging.........ccccccceveiiniinnnl. 100
Amazing Spaces, Inc. v. Metro Mini StOrage....cccccceeeviiiiiriiiiiiiiine e eeeens 102
d. Analyzing the Acquired Distinctiveness of Nonverbal Marks.........ccccccoveiiiininnl. 108

CALI EXERCISE: Introduction to Trade Dress Law [45 minutes]
CALI EXERCISE: Acquired Secondary Meaning [40 minutes] (optional)

(=700 = T30 o0 o o7 =T ot o o T o 10 108
I U To A o] o - 11 Y PP PPPPPPOE 109
a. Utilitarian FUNCLIONALITY ....uvvieieeiiiiiieee et e e e 109
i. TrafFix Devices, Inc. v. Marketing Displays, INC. .....ccceeiiiriiiiiiiieieeiiiniiiiieeeee e 111

ii. Utilitarian Functionality Case Law after TrafFiX.....cccccvvvviiiiiiieneiiiiiiiiieeeee e 115
Eppendorf-Netheler-Hinz GMBH v. Ritter GMBH ........ccoooiiiiiiiiiiiiiiiiiieiiiieeeen, 115

Ezaki Glico Kabushiki Kaisha v. Lotte International America Corp. .......ooecuvvvveeenn. 118

b. Aesthetic FUNCLIONAIITY «.oooovieiiiiiiieee e e e e e e 125
i, FOUNdational Cases.......ccovvviiiiiiiiic e, 126
Pagliero v. Wallace China Co. ....ccevvvviieiiieiiieeeieeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee, 126

Wallace Int’l Silversmiths, Inc. v. Godinger Silver Art Co. ....coooeveeeeveeiieeiieeeieeenn, 127

ii. Aesthetic Functionality and the Apparel Fashion Industry.........cccccccceil. 129
Christian Louboutin S.A. v. Yves Saint Laurent America Holding, Inc................... 129

CALI EXERCISE: Functionality [35 minutes]

2. Deceptive and Deceptively Misdescriptive Marks........ccccceeeveciiiieeiee e 135
a. Non-Geographic Deceptive and Deceptively Misdescriptive Marks ..........ccccccevevennnns 136
b. Geographic Deceptive and Deceptively Misdescriptive Marks .......cccoceeeeeeieeeieeiieeennnn. 138

3. Marks that May Falsely Suggest @ CONNECtioN .......ccccuuviiiiieieii e 140

INre NIieves & NIEVES LLC ......covieiiiiiee ettt e e e e e e e e e e e e eenaenns 140

4. Confusingly Similar Marks Under Lanham Act § 2(d) .....coovveiiiiiiiiiiii, 147

5. Trademark Law and the First Amendment.......ccoooooiiooiieeiieeiieeccccccccccece e 148

AV o Y IRV 2R 1 1 o =T U UPRPR 148

CALI EXERCISE: Bars to Federal Trademark Registration [45 minutes]

C. Use in Commerce as a Prerequisite for Trademark Rights ........cccccceiiiiiiiirvnnnciiiiiiinnnnees 171

1. Use in Commerce as a Prerequisite for Federal Registration...........cccoeecuvvviieieeiiinncnns 173

Aycock Engineering, Inc. v. Airflite, INC. ..ccccoeeiiiiiiiiie e 173
Couture V. Playdom, INCu... e e s 179
2. Use in Commerce as a Prerequisite for Unregistered “Common Law” Priority.............. 181
Cosmic Crusaders LLC V. ANAIUSIEK. ... ... 182

CALI EXERCISE: The Role of “Use” in Trademark Law: An Overview [60 minutes]

D. The Trademark Registration ProcCess.....ccccccciiieuiiiiieeiiiiieneiinieneiienieneiennennssssnsensssessens 190

1. Benefits and Costs of Trademark Registration .............uueevviiiieiiieeiieiieeiiiiieeiereeeeeeeeeennean. 193

a. Registration on the Principal Register......ccovviiiiiiiiii 193


https://cali.org/lessonlink/797/TM09/13056/jq
https://cali.org/lessonlink/807/TM19/13056/jq
https://cali.org/lessonlink/793/TM05/13056/jq
https://cali.org/lessonlink/803/TM15/13056/jq
https://cali.org/lessonlink/812/TM25/13056/jq
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b. Registration on the Supplemental REZISTEr .....ccovviiieiieeiieciicccceecccecccc e 194
. Costs of Trademark Registration .........ccovvvvvveiiiiiiiiiiiii, 194
2. Lanham Act § 1(b) Intent to Use Applications....cooeeeeeeiieeiieeiiieiieeeeeecceccceecccccceee e 194
Kelly Services, Inc. v. Creative Harbor, LLC .........ccoovvvivviiiiiiiiiiiieeeee 195
3. Process of REGISTration .....ccccieiiiiiiiiiiceei e 198
Q. APPHCALION e, 198
. EX@MINAT 0N L. s 199
. Publication and Opposition........ccooveiiiiiiieiie, 199
d. The Trademark Trial and Appeal Board .........ccoooviiiiiiiiii, 199
€. REGISTIAtiON ..t e e e e e e e aaaaes 200
4. Post-Registration MainteNaNCE.......iiiiii it s e e e e e e aaben e e e aeaees 200
5. Notice of Federal REZIStration .........ciiviiiiiiiiiiieie e e e 200
6. Cancellation of ReGISTratioN .........uuiiiiiiiiiiiiiiiece e e e e 200
7. The Madrid SYSEEM ...uuiiiiiiiiiiiieee e e e e e s s st e e e e e e s s s ssabbaaeeeeeeeenas 201
CALI EXERCISE: Incontestability [30 minutes]

E. The Geographic Extent of Trademark Rights.......cccccvrreruuiiiiiiiiiinnnnnninniiiinnneenn. 201
1. The Geographic Extent of Rights in Unregistered Marks.........cccccceeeiiiiiiiiiieeeeeeeeeniinns 201
a. The Tea Rose-Rectanus Doctrine Applied .....cooeeiiiiiieieiiiiiiiiieeeee e 202
Nat’l Ass’n for Healthcare Comms. v. Central Ark. Area Agency on Aging........... 202
b. The Good Faith Standard in the Tea Rose-Rectanus Doctrine ........ccccceeeevvccivieeeenennnn. 207
Stone Creek, Inc. v. Omnia Italian Design, INC.....eeeeeeeeeeieeiieciieeceeceeecceeceeee e 207
2. The Geographic Extent of Rights in Registered Marks .............vvvvvvvevvevreeereeereeerreerneenee, 212
a. Nationwide Constructive-Use Priority......ccccccceviiiiiiiiiiiiiieee, 212
i. The Senior Common Law USEr SCENAIIO ....ccoccuuviiiiiiieeeeecciiteeee e e eeeivvee e e e e e e e e s 213
ii. The Intermediate Junior USer SCENAriO.......cccuuviiiieieeececciiieeee e e e e e 213
b. Concurrent Use and RegiSTratioN . ....ccoeeeeeeiiieeiieiiiceiecciccccccccecc e 214
C. The DAWN DONUL RUIE «...eeiiiiiieee ettt e e e e e e e ae e e e e e e e e e nnnns 215
3. National Borders and Trademark RigNtS ....coooevieeiiieiiieiieceieccccccccceceeceeeeeeeee e 216
a. National-Border Limits on Trademark Rights........ccvviiiiiiiiiiii 216
Person’s Co., Ltd. V. ChriStMan ......ueeeeeiiiiiieieieee et 216
b. The Well-Known Marks DOCEINE ......cccceciiiiiiiee et e e e e anre e e e e e 221
Grupo Gigante SADe CV v. Dallo & Co., INC.uuuriieiieeiiieiiccccccecececceccceeece e 221

CALI EXERCISE: The Geographic Scope of Trademark Protection [60 minutes]
TRADEMARK INFRINGEMENT ......ccuuiiiiiiiiitiimincciieeeineeennssssssssssssssssnnsssssssssssssssnnnsssssssssssssnnns 231
A. The Actionable Use Requirement.........ccoiieeiiiiiiiiiiiinnniiniiennieiieniienmensssssns 232
1. The Commercial Use REQUIFEMENT .....c.evviiiiiiiiiiiiiiiiieeeeeeeeeeeereeeeeeeeeeeeersrerrererreerrarrrerran.. 234
Radiance Foundation, INC. V. NAACP ......coouuiiiiieee e 234
2. The “Use as @ Mark” REQUIFEMENT.........uuuuuiiuiiiiiiieeiiieiieerirerrreererrrerrrerr————. 240
B. Confusion-Based INfringement.......c..cciiieeiiiiiieiiiiiieiiniienicnienecensenesiessensssessensssessens 242
1. The Development of the Modern Multifactor Test.........euveiiiiiiiiiiiiiiiiiiiiieeeeeeeveeeeeens 242
2. Contemporary Applications of the Multifactor Test ......ccccovveiiiiiiiieiiiinie s 244

Virgin Enterprises Ltd. V. NaWab......ccueiiiiiiiiiiic e 245


https://cali.org/lessonlink/796/TM08/13056/jq
https://cali.org/lessonlink/555/IP02/13056/jq
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3. Various Uses of the MUultifactor TESt.......cccuueiiieie e 259

4. Survey Evidence and the Likelihood of Confusion..........cccccccciiii, 263

SMith V. Wal-Mart STOres, INC.....eiiiiiiiiiiieeeee e 265

5. “Sponsorship or Affiliation” CoONfUSION ...coeeeeeeiieeeieeceeccccccccccc e 280

Int’l Info. Sys. Sec. Certification Consortium, Inc. v. Sec. Univ., LLC.................... 281

6. Initial Interest CoNTUSION... ..o an 290

Select Comfort Corporation V. BaXter......cccccccieoiieiiieiieeeccecceccce e 291

Jim S. Adler, P.C. v. McNeil Consultants, L.L.C. ......ccoovvueiiiiiiieiiiiieeeeeiee e 297

2 01 Y=Y LI @0 o U] o 304

Ferrari S.P.A. V. RODEIS ..ccoovvieeeeeeeeeeeeee e, 305

8. REVEISE CONTUSION ... e e nan 315

Wreal, LLC V. AMAzZON.COM, INC.uurriiiiiiiiiiiiiiieieeeiieeeeiiiee et e e e e e e eeabae s 315

9. ReVErse PasSiNg Off......cciiiiiiiiiiiiiiie e e e e s s e s arrae e e e e e e e eas 333

Dastar Corp. v. Twentieth Century Fox Film Corp.....cccccceeeiiiniiiiinieeeeeeeiniiieeeen, 335

10. Lanham Act § 2(d) CONTUSION ...ccooneiiiiiiieieee ettt e e e e e e e e e e e eannes 347
CALI EXERCISE: Likelihood of Confusion [45 minutes (skip longer fact pattern)]

C. Trademark DIilUtION .....ce.uiieieiiieeeccrreiecce et renes e s rene s eeseensseeseennssessennsssssesnnsssssennnns 349

1. The Fame Requirement for Antidilution Protection.........ccecccuviiieiiiiiiiiiiiiiiiie e 354

Coach Servs., Inc. v. Triumph Learning LLC .......coveeieeiieeeieeeieciieeccecceecceeeeeee e 355

P 1[0 oY o o)V =1 0T T = PP PSPPP 361

Nike, Inc. v. Nikepal Int’], INC. cevvvvveeiiieiiieeeeee 361

3. Dilution by TarniShmMENT. ... e e e e e e e e e e eas 372

V Secret Catalogue, INC. V. MOSEIRY .......cceiieeiiiiiiiiiiee e e 372

D. CybersqUAattiNg ...cccecceiieeeniieriennieetteeneeteeennerteeesseeseeenssessesnsssssssnssssssssnsssssssnsssesssansssssssns 384

1. The Section 43(d) Prohibition Against Cybersquatting........ccccevvvevvvevrevrreeeeeereeerreereeenennn, 384

Blair v. Automobili Lamborghini SPA ........oovvviiiiiiii 384

Lamparello V. FAIWEll.......ooovvvieiiieeiiieeeee 393

2. The Uniform Domain Name Resolution POLICY ...coooeeeeeiieeiieeiiieeieeececcceccccccecceee e 398

[SICY=Yolo Yo e =1 o VA I 1 o111 AV 2SN 401

1. Service Provider Secondary Liability .........eeeeeeeeriiiiiieieerieeieieiieeeeeereeeeeeeereeeeeeereeeree———. 401

Tiffany (NJ) INC. V. @BaY INC.covvvviieiiiiiiiie 401

2. Landlord-Tenant Secondary Liability ....ccoeeeeeeeeeieeiieeiieeiceecceeecceecccccecceece e 415

Luxottica Group, S.P.A. v. Airport Mini Mall, LLC.........ccoooiiriiiiii, 415

DEFENSES TO INFRINGEMENT & LIMITATIONS ON TRADEMARK RIGHTS......cccceucceciiiiinnnnees 421

A. DesCriptive FAir USE ...cc.ciiveiiiieiiieniiiiniiiieeiiiiniiieeiiiissioiesiisseisnssissisrssiesssssssssssssssssnes 421

1. Descriptive Fair Use and Consumer CONfUSION ........eeviiiiiiiiiiiiiiieeeieeeieeereeeeeeseeeeseeeeenneen. 422

KP Permanent Make-Up, Inc. v. Lasting Impression |, INC...........ocoeeriiinil. 422

2. The Three-Step Test for Descriptive Fair USE ........uuuiueiiiiiiiiiiiiiiiiiiieiiiesieeeesneereereeeerennee. 426

Solid 21, Inc. v. Breithing U.S.A., INC. ..uuuuiiieececccce e 426

SportFuel, INC. V. PEPSICO, INC. ..uuiiicce e 438

3. Various Descriptive Fair USe ANalYSES.....cccuuuiiiiiiiiiiiiiiiieeeee e sssiiene e e e e s sianeeeee e e e 445

International Stamp Art v. U.S. Postal Service .......ccoovveeeeeiiiiiiiiiiiieeeieeeeeiiieeeen, 445


https://cali.org/lessonlink/866/TM22/13056/jq
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Bell v. Harley Davidson MOTOF CO. ....ccovvvviiiiiiiiiiiieiieeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee 446

Fortune Dynamic, Inc. v. Victoria’s SECret ......vvvvvvvviiieiiiiiiiie 447

B. NOMINAtive Fair US.....ccciiiiiiiimmuuiiiiiiiiiiininiiiiiiiiniinnnessseissiiiinessssssssinmessssssssssn 448
1. The Three-Step Test for NOminative Fair USE ........ueevvevevevvivrverveeereeeeeeeeeeeeeeeeeeeesessreeseee. 448
Toyota Motor Sales, U.S.A., Inc. v. Tabari....ccccccoeniiiiii, 450

Int’l Info. Sys. Sec. Certification Consortium, Inc. v. Sec. Univ., LLC.................... 459

2. More Analysis of Nominative Fair USE ..........uuuiiiiiiiiiiiiiiiiiieiiieeieresersieerirerreeeeree.. 463
Liquid Glass Enterprises, Inc. v. Dr. Ing. h.c.F. Porsche AG.............cccceevienennnnl. 463

Toho Co., Ltd. v. William Morrow & Co., INC.....couueviiiiiiiiiiiiiieiiieee e 464

Mattel, Inc. v. Walking Mountain Productions ........ccccccoevviiiiiiiiiiieeee, 465

C. Expressive Uses of Trademarks .......ccoceeeiiiiimeiiiiiimiiiniiniieiienieieneiienniensssesnens 468
1. Expressive Uses and the Tests for Confusion and Dilution.........cccccceeeviiiiiiiiiiieeiiiinins 470
Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC........cccccvvrviieeieeiiniiiieenn, 470

2. The Rogers v. Grimaldi Test for Unauthorized “Artistic” USES ......cccceevvvviiiriveieeeeiiininnns 482
Gordon v. Drape Creative, INC. ...uuuiiiiieeiiiiiiiiieceeee et e e e e e 483

Jack Daniel’s Props. V. VIP Prods. LLC .......cceiiiiiiiiiiiiiiiieeeeeeeesiiiireeee e e e ssivveeeeens 496

3. Further Aspects of Expressive Uses and Trademark Dilution .........ccccceeeeiiviiiiiiieeeeneennn, 509
a. Noncommercial EXPreSSiVe USES.......uuuuiiiiiieiiiniiiiiiiieeeeeeessiiirseeeeesessssnsseneeesesssssnsnnnes 509
Mattel, INC. V. MCA RECOIAS, INC.uuriiiiiieiiiiiieeeiiieee ettt ettt e et e e eean e 510

b. What QUalifies @S Parody? ..o s 511
Louis Vuitton Malletier, S.A. v. Hyundai Motor Am. .......ccccccvvvviiiiiiiiiiiiiiieeeee, 512

Louis Vuitton Malletier v. My Other Bag, INC......cccovvvveeiiiiiiiiiiiiiiiiieieeeeeeeeee, 517

D. Trademark Abandonment.........ccccciiiiiiiiiiiiniiiiiiiiieiressssiessssssssn 521
1. Abandonment Through Cessation Of USe.........ccccuiiiiiiiiiiiiiiiiiiiieecc e 522
ITC Ltd. V. PUNCAZINT, INC.uviiiiiiiiiiiee e 522

Crash Dummy Movie, LLC v. Mattel, INC. ccooveeiieiiieieeeieeeeceecccccceecceeeeeee e 529

2. Abandonment Through Failure to Control USE ..........uuvvvivvvvivevieeiiieiiieiieeereeereeerseeseeeeeee. 533
FreecycleSunnyvale v. Freecycle Network........cccccvvvvvvviiiiiiii 533

CALI EXERCISE: Abandonment [45 minutes]

E. ASSIZNMENT IN GrOSS .ccuuuieeurreenireenierennerenserrensereaseeressereassesnsserenssesansessnssssassessnssssasssssnnnns 542
Game Plan, Inc. v. Uninterrupted [P, LLC .....ccooeeiieeieeiieeeieeececceeeececcee e 542

F. The First Sale DOCEINE.....ccciiiiiieeeiiiiiiiiiieeieiniiicensisseesssessssessssesnsssssssssssssssssnnsssssssssans 546
Champion Spark Plug Co. V. SANAEIS .....uuuiiiiiciiiccie e 547

FALSE ADVERTISING .....ciieeiiiiiineiiiiieneieniennnicineensseesiensssessssnsssssssnsssssssnnsssssssnsssssssnsssssssnnssnns 552
A. False Advertising Under the Lanham Act........ccccuiiiiiimiiiiiiiniinininicnnieneienneneesenessenns 552
O L =T = | B =1 £ A PPt 554

S.C. Johnson & Son, INC. V CIOrOX CO...oevvuniiiiieiiieeeeeeeeee e 554

2. Literal Falsity by Necessary Implication ...........c.cuuueiiiiiiiiiiiiiiiiiieieieeireesieeeeenereeerreee.. 564
Time Warner Cable, InC. V. DIRECTV, INC. cevuuniiiiiiiiiiieiee et 564

YU o1 =1 o L A =1 A o Yo PO T TP UPRPR 575


https://cali.org/lessonlink/798/TM10/13056/jq
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Q. “TeStS Prove” ClaimsS ......ueeiiiiieee e e ettt e e e e e e e s e e e e e e e e e s snnaeaeeeaeeseeennnnns 575
Castrol Inc. v. QUaKer State CorP. ..oieiiieiiieeieeiieeeicee e 576

D. COMPArative ClaimS . .uueeieeeie e nan 582
Groupe SEB USA, Inc. v. Euro-Pro Operating LLC........ccovviriiiiiiieeceeeeecee e, 582

C. False DEMONSLIrAtioNS ..ccceeieeeeieeceee e 590
Schick Mfg., InC. V. GIllette Co. ...uuuuiieccecc e 590

B. Endorsements, Testimonials, and REVIEWS........ccceeiieuireeireniienietnieinceineeineieeereesrenssenseees 600
In the Matter of Lord & Taylor, LLC ...ccoovveiieiieeeeeeeeeeee, 602

FTC Matter/File No. 153-3181 | CA576 (2016) ....ceevcvreerrereriieeiireeesieeesveeesieeeenns 602

C. Special Restrictions on Lawyer Advertising & Endorsements........cccccccerienniiriennnicnnennan. 606
RIGHT OF PUBLICITY ...cuuuuuuuememnnenmmnnnsmmsssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssssns 608
A. State Right of Publicity Statutory Provisions ..........ccccccvrierenneiiiiiininnnnenneiieesse. 608
B. Right of Publicity Case LaW......cccccceiiiiiiiiininnmnnniiiiiniiiinesmeiiiiiimeemssssiesssssss 610
White v. Samsung Electronics America, INC. ......couiviviriciiiiieeeeeiiiniiiieeeee e eesiins 610

In re NCAA Student—Athlete Name & Likeness Licensing Litigation..................... 618



Kramer/TRADEMARK LAW/Law 327 (R01)/Fall 2026 Course Syllabus

Student Resources

Antonin Scalia Law School Academic Reqgulations

GMU Common Course Policies Addendum

Mason Square Services

Mason Square Police

Van Metre Hall, Room 110
Emergency - Dial 911

Escort Services - 703-993-8070
Dispatch — 703-993-2810

Student Support and Advocacy Center (SSAC)
Mason Square Sexual Assault Services:

Van Metre Hall, Room 222D

703-993-8186
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Notice of Mandatory Reporting of Sexual Assault, Sexual Harassment, Interpersonal
Violence, and Stalking: As a faculty member, | am designated as a “Non-Confidential
Employee,” and must report all disclosures of sexual assault, sexual harassment,
interpersonal violence, and stalking to Mason’s Title IX Coordinator per University Policy
1202. If a student wishes to speak with someone confidentially, please contact one of
Mason’s confidential resources, such as Student Support and Advocacy Center (SSAC)
at 703-380-1434 or Counseling and Psychological Services (CAPS) at 703-993-2380.
Students may also seek assistance or support measures from Mason’s Title IX

Coordinator by calling 703-993-8730, or emailing titleix@gmu.edu.

Mason Square Clinic
Van Metre Hall, Room B102
703-993-2831

Counseling and Psychological Services

Student Health Services

Student Disability Services
Student Conduct

University Life



https://www.law.gmu.edu/assets/files/academics/academic_regulations.pdf?ver=21aug2024.pdf
https://stearnscenter.gmu.edu/home/gmu-common-course-policies
https://www.law.gmu.edu/about/campus
https://masonsquare.gmu.edu/thrive/police-and-public-safety
https://ssac.gmu.edu/
mailto:titleix@gmu.edu
https://shs.gmu.edu/locations/mason-square
https://caps.gmu.edu/
https://shs.gmu.edu/locations/mason-square
https://ds.gmu.edu/law-school/
https://studentconduct.gmu.edu/
https://ulife.gmu.edu/



